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T.D. INFORMAL MEMO: DO NOT MAIL THIS MEMO TO APPLICANT

Date:

To Examiner:

From

|30-Mar-06 | APPL. S. N: |10761938 |
|[TABATABAI, ABOLFAZI Art Unit |2625 |
|sefferson, Henry | Return This Memo To: Case [pEF2pes I
PARALEGAL SPCECIALIST Drop-Off Location

SUBJECT: Decision on Terminal Disclaimer(T.D.) filed:

INSTRUCTIONS: I have reviewed the submitted T.D. with the results as set forth below. If you agree, please use the appropriate
form paragraphs identified by this informal memo in your next Office action to notify applicant of the T.D. If you disagree

or have any questions, please see me or the Special Program Examiner. THIS IS AN INFORMAL, INTERNAL MEMO ONLY.

IT MUST NOT BE (1) MAILED TO APPLICANT OR (2) PLACED OF RECORD IN THE APPLICATION FILE. When your action is complete,

please initial, date and return this memo to me. THANK YOU.

E_]' The T.D. is PROPER and has been recorded (see 14.23).
D The T.D. is NOT PROPER and has not been accepted for the reason(s) checked below (see 14.24):

D The TD fee ofl ihas not been submitted nor is there any authorization in the application file for the
use of a deposit account

I The T.D. does not satisfy Rule 321 in that the person who has signed the T.D. has not stated the extent of

his/her interest (and/or the extent of the interest of the business entity represented by the signature)
in the application/patent (see 14.26 & 14.26.01).

D The T.D. lacks the enforceable only during common ownership clause - needed to overcome a non- statutory
double patenting rejection, Rule 321(b) (see 14.27.01).

[ The T.D. is directed to a particular claim(s), which is not acceptable since “the disclaimer must be for a terminal

portion of the term of the entire patent to be granted” (MPEP 1490) (see 14.26 & 14.26.02).

[ The person who signed the T.D.:
] is not an attorney "of record" (see 14.29 and 14.29.01)7.
D has failed to state his/her capacity to sign for the business entity (see 14.28).
> is not recognized as an officer of the assignee (see 14.29 & possible 14.29.02).

D No documentary evidence of a chain of title from the original inventor(s) to assignee has been submitted,
nor is the reel and frame number specified as to where such evidence is recorded in the Office
(see 37 CFR 3.73(b) and 1140 O.G. 72). NOTE: This documentary evidence or the specifying of the reel and
frame number may be found in the T.D. or in a separate paper of record in the application (see 14.30).

[ The T.D. is not signed (see 14.26 & 14.26.03).

I The serial number of the application (or the number of the patént) which forms the basis for the double
patenting rejection is missing or incorrect (see 14.32).

I The serial number of this application (or the number of the patent in reexam or reissue cases being

disclaimed is missing or incorrect (see 14,26, 14.27.02 or 14.26.05).

r__'_| The period disclaimed is incorrect or not specifiqd (see 14.26, 14.27.02 or 14.26.03).
Other: 57

D Suggestion to request refund (see 14.36). NOTE: If already authorized, credit refund to deposut account

and do not check this item.

I have appropriately notified applicant(s) of the status of the Terminal Disclaimer filed in this case.

Ex.Initials:

Date: Log Date:

http://uspto-a-pattr-3/SpreDB/TDInformalMemoPrint.aspx ?SerialNo=10761938 3/30/06
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03-20~2006 15:26 From=PILLSBURY WINTHROP +703-905-2500 T-815 P.004/023 F-17I

TERMINAL DISCLAIMER -
U.S. Application Serjal No.: 14/761,938
Attorney Docket No. 016472-0311710

IN THE UNITED STATES PATENT AND TRAREMARK OFFICE

IN RE PATENT :
APPLICATION OF: Soheil SHAMS et al.

SERIAL NO.: 10/761,938
ATTORNEY DOCKET NO.: 016472-0311710
FiunG DATE: January 21, 2004
ART UNIT: 2625 CONFIRMATION NO.: 2161
EXAMINER: Abolfazl Tabatabai

SYSTEM AND METHOD FOR AUTOMATICALLY PROCESSING

FOR:
MICROARRAYS

TERMINAL DiSCLAIMER
Commissioner for Patents
P.O. Box 1450
Alexandria, VA. 22313-1450
Dear Sir:

The undersignad, on behalf of the petitioner, BioDiscovery, Inc., represents
that the petitioner, BioDiscavery, Ine., is the owner of the entire right, title and
interest of:

(1)  U.S. Application Patent No. 6,731,781 for SYSTEM AND METHOD FOR
AUTOMATICALLY PROCESSING MICROARRAYS, by virtue of an Assignment 10
BioDiscovery, Inc., from the inventors thereof, said assignment recorded on
December 15, 1999, at Reel 010523, Frame 0014; and

(2)  the above-captioned U.S. Application No. 10/761,938 by virtue of an

Assignment to BioDiscovery, Inc., from the inventors thereof executed on

December 15, 1999, at Reel 015704, Frame 0721.
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03-28-2008  15:28 From=PILLSBURY WINTHROP +703-805-2500 T-815 P.005/023 F-171

TERMINAL DISCLAIMER
U.S. Application Serial No.: 10/761,938
Attorney Docker Nu. 016472-0311710

Petitioner hereby certifies that the above-mentioned Assignments have been
reviewed and to the best of petitioner's knowledge and belief, title is in petitioner who
is seeking 10 1ake this action.

Petitioner hereby disclaims, except as provided below, the terminal parn of the
statutory term of any patent granted on the above-captioned U.S. Application No.
10/761,938, which would extend beyond the expiration date of the full statutory term
as presently shoriened by any terminat disclaimer of U.S. Patent No. 6,731,781, and
hereby agrees that any patent so granted on the above-captioned U.S. Application
‘No. 10/761,938 shall be enforceable only for and during such period that the legal -
title to U.S. Patent No. 6,731,781 shall be the same as the iegal title to said patent
issuing from the above-captioned U.S. Application No. 10/761,938, this agreement to
run with any patent granted on U.S. Application No. 10/761,938 and 1o be binding
upon the grantee, it$ SUCCESSOrS Qr assigns.

Petitioner does not disclaim any terminal pan of any patent granted on the
above-captioned L1.S. Application No. 10/761,938 prior to the expiration date of the
full statutory term as presently shorntened by any terminal disclaimer of U.S. Patent
No. 6,731,781 in the event said patent later: expires for failure to pay a maintenance
fee, is held unenforceable, is found invalid by a coun of compstent jurisdiction, is
statutarily disclaimed n whole or teminally disclaimed under 37 C.F.R. §1.321(a),
has all claims canceled by a Reexamination certificate, or is otherwise tenminated
priar to the expiration of its full statutory term as presently shonened by any terminal

disclaimer, except for the separation of legal title stated above. ‘
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03-29-2006  15:27 From=P{LLSBURY WINTHROP +703-905-2500 T-815  P.006/023 F~1T1

TERMINAL DISCLAIMER
U.S. Application Serial No.: 10/761,938
Attorney Docket No. 016472-0311710

The undersigned whose signature and title appear below is empowered 10 act
on behalf of Petitioner.

Please charge the $65.00 fee (Small Entity) for the filing of this Terminal
Disclaimer 10 our Deposit Account No. 033975 (Reference No. 016472-0311710).
Shouid this fee calculation be improper, please charge any deficiencies ar credit any
overpayments to our Deposit Account No. 033975 (Reference No. 016472-

0311710).

Respectfully submitted,

PILLSBURY WINTHROP SHAW PITTMAN LLLC

Bl
Timothy <. Booney J

Registration No. 55,878

Date: March 29, 2006

PiLLSBURY WINTHROP SHAW PITTMAN LLC
P.0O. Box 10500

McLean, Virginia 22102

703-770.7900 (Telephone)
703-770.7901 (Facsimile)
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03-28-2006 15:27 From=PILLSBURY WINTHROP +703-905-2500 T-815 P.007/023 F-171

PTO/SANT (12-043

Approvaa for uss Mirough 07/31/2006 OMB 0851-0032

U S Patent ana Tragamark Omee: U.S. OEPARTMENT OF COMMERCE

Under the Papanwors Reautuon ACt of 1883, no persons are required 1 respona [0 4 Coidctun of aiorManan wniess & disPlays a vaka OMB contral number

Enacuve on 12408/2004, N
Foas pursuant 1o e Consouaass Appronations Act 2005 (H R 4418) Cmplete # Known
F T SM lTTA Applicauion Numper  110/761 938
EE TRAN L [Fsow lanuary 21, 2004
for FY 2005 Fust names inventor | SOHEIL SHAMS
'T.jL cant Claims small enk -'m 5. Se0 37 CFR 1.27 Examuner Name Abnlw"":—l Tabmabai
Applicant Claims s ty SIS, . AR UNa 2625
\_ TOTAL AMOUNT OF PAYMENT l (3) 65 Amomey Docket No 016472-0311710 )
METHOD OF PAYMENT (cneck ai mat apply}
D Checa D Creaq Cara D Money Ordsr D Nane D Owner (pioase wenuty)
033975 PIALSBURY WINTIROP SHaw
Depeait Accoum  Deposd Accoum > Deposn Account Namo _ IV IMAN LLP
For me mve--aenN%negaJepos.x account, the Dwecior 18 horsdy NoN2eQ 1o (Check ull thus upply}
Churge feuls) ntitated below . D Churge fos(s) ndicatod pejow, axcept 1or the filing foo
Charge any agamenal 186(s) of under Bt of feosy)
m unac??-n CVFR 1 'IlS ana 117 paym [Zl Creda any ovcrpaymants
WARMING. Informauen on tis form Miy Docurm pubko. Cruds Card sOrRanon SA0W AT DO INCKEOS ON ther JOIM  Froviqe croan
CAM WIfOrManon and JuINoNZancsH an PT’D-Z&!&
FEE CALCULATION
1. BASIC FILING, SEARCH, AND EXAMINATION FEES
FILING FEES SEARCH FEES EXAMINATION FEES
Small Ennty Smal Enury Smal Eanty
Appiicarion Tvpg Fesysy £ea (i} Eoo (5 Eeat$) Fesif) fagp Feefagiyp
Vunty 300 150308 500 250 200 100
Desgn 200 100 100 50 130 [ rer———
Plant 200 100 300 150 1680 80
Russue 300 180 500 230 800 K0
Prowaeng) 200 100 o 0 e Q ———n
2. EXCESS CLAIM FEES §man) Enpay
Eze Deggnpyion Eea15) FeoiS)
Eash ¢laim over 20 or. 107 Roisauts, eacn ciam over 20 BNQ Inord Whan i ine Chgnal paent 20 25
Each indepenaent ciaim over 3 of, Tof R&is5udy, 68Ch inGEPendenit Claim MOra than ¢ Ne Shyal patert 200 100
Munipie aapandent &arns 30 180
Yo Cumsa Exra Ciums Fga gzl Efcsfagis) MuyiLpte Dopandont Claymz
— WP X = [T Feo P2 i$)
HP = hghest number of woral Clims paN 107, 1T graaler than 20
Andep Clamz s ormp £arra Clame x Fea(d) Esafaia(y)
——— -3 OFRPS =
HP = qugnest numpe; of ingependent Cidms past for, f greaier whan 3
3. APPLICATION SIZE FEE
11 e GpREMCATN 818 rawingd sabvsd 100 ahccts of papar. Me appICanoN se foe dus 1a $250 ($125 tor sman entny)
Tor each agdimonal 50 shests of tracuon mereot  Sew 33 U.S.C. 41()1IXG) ang 37 CFR 1 16(5).
Eavra Sneeys Yumbprof 3t 2qaipens! 50 or tracton thergof Foo Puid (5]
100 e 502 (1ound up 10 @ wholo number) 2 _m &
4. OTHER FEE(S) Fae Baia
Noa-Engusn Spacncsuon 130 fué (no small entity discount)
Ower _lermunal Disclauner : 45 00
- - ————
Signature =7 é/( 57 | Bemsumionmo 55 g7g Teicpnone 703.770.7939
Namé (Prnvtype; Timothy oonev ) Datc March 29, 2006
This covecnan of sidmeton 13 coquirsd by 37 CFR 1 136 Tha AULEA 13 required 10 GULAN OF r61AMN 8 DANENE Dy TS Pudiic wiich i5 10 file (ana Dy he USPTO
10 RrOGE3S) &N app Confl y 15 govameq oy 33 U S.C. 122 anq 37 CFR 1 14 Thi5 €oIBELON 13 t3lmateo to take 30 Mauias 10 COMPIEW, incheding

gamenng. Mepanng, and submithng the COMPIBIOo APPREELON 10N 10 the USPTO  Tuma wall vary aspending wpen the ndmdual casa  Aly camimenis on the
AMAUNT O kMY yOu FeQuife 10 CEMPIRtE Jus form anasty Qoulions for Freducing Uns Duroen, SROuK] Do sunt o the Chiot intormaton Omcess. U S Pident and
Trageman. Ofce, U S Deparununt of Commercs, P O 1450, Alazandrg. VA 223131450 OO NOYT SEND FEES OR COMPLETED FORMS TO TS
ADDRESS SEND TO- € woner tor Pat P.O. Box 1450, Alesanana, VA 22313-1450.

# you 1e0d @a53NCE8 1N COMPIBENG 108 Torm, calt 1-800-PTO-918% ana se1ect dpuon 2.
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